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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

x
GOYA FOODS,INC. : OppositionNo.: 91208141

Opposer,
V.

Mark: CASERA
MARQUEZ BROTHERSINTERNATIONAL, : Ser.No. 85430918
INC.

Applicant.

x

OPPOSER’SREPLY TO APPLICANT’S RESPONSETO
OPPOSER’SMOTION TO STRIKE APPLICANT’S FIRST AND SECOND
AFFIRMATIVE DEFENSESSET FORTH IN APPLICANT’S AMENDED

ANSWERTO THE NOTICE OF OPPOSITION

Goyahasmovedthe Boardto evaluatethe sufficiencyof Applicant’s First and

SecondAffirmative Defenses,and to strike themaccordingly. In its response,Applicant

maintainsits defensesareproper. However,the factsset forth in Applicant’s Amended

Answerare inept andincompetentto legally or factuallysupportits allegeddefenses.

In this Board’sprior decisionhereindatedJune14, 2013, the Boardstated:

waiver andestoppelarenot time dependentdefenses,but
insteadturn on the conductof plaintiff. SeeLincoln LogsLtd. v.
Lincoln Pre-CutLog HoniesInc., 23 USPQ2d1701 (Fed. Cir.
1 992)(”Theelementsof equitableestoppelare(1) misleading
conduct,which mayincludenot only statementsandactionbut
silenceand inaction, leadinganotherto reasonablyinfer that rights
will not be assertedagainstit; (2) relianceuponthis conduct;and(3)
dueto this reliance,materialprejudiceif the delayedassertionof
suchrights is permitted.”)(emphasisadded).

A full review of applicant’spleadingdoesnot uncoverany facts
which, if proven,would supporttheseclaims.

Applicant doesnot allegethat opposerengagedin any conduct,
or failed to act whenrequired,which led applicantin filing the
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subjectapplicationto rely on opposer’sconductas indicatingits
intentionnot to assertits rights.

Noneof the Applicant’s newly allegedfactssupporta claim that Opposerengaged

in misleadingconduct. In fact, Applicant’s allegedfactsareunclearas to what

misleadingconductallegedlyoccurredunlessApplicant is merelyreferringto its

ownershipof registrationswhich the Boardhaspreviouslystatedare inappositeto the

equitabledefensesallegedby Applicant.

Noneof the Applicant’s newly allegedfacts supporta claim thatApplicant relied’

on any assurancesby Goya. In fact, Applicant’s allegedfacts are silenton what such

assurancescouldhaveor mayhavebeenunless,again,Applicant is merelyreferringto its

ownershipof registrationswhich the Boardhaspreviouslystatedareinappositeto the

equitable defensesallegedby Applicant.

The Applicanthassimply alleged(1) ownershipof two registrationsfor goods

otherthanthe goodsin the applicationin issue,(2) that Goyatook no actionagainstthose

registrations,and (3) that Goyamayhavehadprior knowledgeof thoseregistrations

and/oruseof the sameon the goodsrecitedin thoseregistrations.

The Board, in its prior Decisionstatedthat “[w]here, as in the presentcase,the

goodsin the subjectapplicationarenot substantiallysimilar to the goodsclaimedin the

prior registration,neitherMorehousenor the narrowcircumstancesfor useof laches

applies.” As such,Applicant’s allegedrelianceon Goya’s allegedknowledgeof

Applicant’s otherregistrationsor its useof the sameon othergoodsis irrelevant,

incompetentandincapableof resultingin an estoppel. Furtherin that regard,see,for

CertainlyApplicantcannotbe allegingrelianceon Goya’smentionof Applicant’s registrationsin a third
party summaryjudgmentmotion that was filed by Goyaovera yearafter Applicant filed the applicationin
issueherein.
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example,JansenEnterprisesInc. v. Rind, 85 USPQ2d1104, 1116 (TTAB 2007)

(respondent’sexpansioninto new productlines excusedpetitioner’sdelay in filing

cancellation;lachesdefenseunavailable).

Goyaalsopointsout an inconsistencyor contradictionin Applicant’s response

brief. On the onehand,Applicant stateson page3 of its responsethat “[t]he outcomeof

the third-partyoppositionproceeding[that Applicant refersto in its Answer] is not

importantto this case(i.e., Goya’ssuccessfuloppositionto themark LA CASERA for

tortillas
—

Opp. No. 91198986). In the very nextparagraphof its response,Applicant

statesthat in filing its application,it hadbeen“led to believe,by the conductof Opposer

towardApplicant’smarksandotherthird-partymarks2,” that useof Applicant’smark,

CASER.A for the goodslisted in the applicationin issueherein,would not be

objectionableto Goya.

Any suchbeliefor relianceis incompetentandunreasonable.For thereasonsset

forth in Goya’smotionpropertheherein,Goya’smotion to strike shouldbe granted.

Dated:August 13, 2013 Respectfullysubmittedfor Opposer,
GOYA FOODS,INC.

/JohnM. Rannells/
By:

___________________

JohnM. Rannells
BAKER & RANNELLS, P.A.
575 Route28, Suite 102
Raritan,NJ 08869
(908) 722-5640
jmr@br-tmlaw.com

2 Nor could Applicantbe relying on GovaFoods,Inc. CasualDining, Inc., Opp. No. 91167686(TTAB
7/17/07)regardingSer. No. 78546211regardingCASARITAS for restaurantservices;or GoyaFoods,Inc.
v. Ole MexicanFoods,Inc., Opp. No. 91208004(TIAB 2/11/13)regardingLA BADERITA LA
CASERITA for tortillas andtostadas;as Goya was successfulin bothoppositions.
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CERTIFICATE OF SERVICE

I herebycertify that a copyof the foregoingOPPOSER’SREPLY TO

APPLICANT’S RESPONSETO OPPOSER’SMOTION TO STRIKE APPLICANT’S

FIRSTAND SECONDAFFIRMATIVE DEFENSESSET FORTH IN APPLICANT’S

AMENDED ANSWERTO THE NOTICE OF OPPOSITIONwas sentto attorneysfor

Applicant this dayby e-mail and first classmail, postageprepaid,to the following

address:

GregoryOwen(gowen@owe.com)
KathleenLetourneau(kel@owe.com)

OWEN, WICKERSHAM & ERICKSON,P.C.
455 Market Street.19th Floor

SanFrancisco,California 94105

/JohnM. Rannells/
Dated:August 13, 2013

________________

JohnM. Rannells
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